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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Board of Trustees of The University of Alabama

Granted to Date
of previous ex-
tension

03/31/2021

Address 500 UNIVERSITY BLVD. EAST
BIRMINGHAM, AL 35294
UNITED STATES

Attorney informa-
tion

JAKE M. GIPSON
BRADLEY ARANT BOULT CUMMINGS LLP
1819 FIFTH AVENUE NORTH
BIRMINGHAM, AL 35203
UNITED STATES
Primary Email: jgipson@bradley.com
Secondary Email(s): rhill@bradley.com, devans@bradley.com, ipdocket-
ing@bradley.com
205-521-8678

Docket Number 215796401062

Applicant Information

Application No. 90036481 Publication date 12/01/2020

Opposition Filing
Date

03/31/2021 Opposition Peri-
od Ends

03/31/2021

Applicant Bama to Brooklyn LLC
183 BERKELEY PLACE
BROOKLYN, NY 11217
UNITED STATES

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Paper banners

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-

Trademark Act Section 2(a)

http://estta.uspto.gov


ute

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1526504 Application Date 09/30/1982

Registration Date 02/28/1989 Foreign Priority
Date

NONE

Word Mark BAMA

Design Mark

Description of
Mark

NONE

Goods/Services Class 006. First use: First Use: 1982/08/31 First Use In Commerce: 1982/08/31
KEY RINGS
Class 012. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
BICYCLES, TRICYCLES, BABY CARRIAGES, METAL LICENSE PLATES FOR
LAND VEHICLES, [ AND CAR HORNS ]
Class 014. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
GOLD PINS, NECKLACES, BRACELETS, GOLD EARRINGS, CHAINS,
BROACHES MADE OF PRECIOUS METAL, TIE TACS, WATCHES, AND
CLOCKS
Class 016. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
NOTEBOOKS, LOOSELEAF BINDERS, WRITING PAPER AND ENVELOPES,
DESK PADS, NOTEPAD HOLDERS, LETTER OPENERS, PENCIL CUPS,
PLASTIC CONTAINERS FOR PAPER CLIPS, APPOINTMENT BOOKS, AD-
DRESS BOOKS, CALENDARS, PROTECTIVE BINDERS FOR DIPLOMAS,
PENS, PENAND PENCIL SETS, BOOK ENDS, LAP BOARDS FOR HOLDING
BOOKS AND PAPER, SCHOOL BOOKBAGS, DECALS, POSTCARDS, BUMP-
ER STICKERS, AND PLAYING CARDS
Class 020. First use: First Use: 1982/08/31 First Use In Commerce: 1982/08/31
DECORATIVE WALL PLAQUES
Class 021. First use: First Use: 1982/08/31 First Use In Commerce: 1982/08/31
[ CERAMIC STATUES ]
Class 024. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
PENNANTS
Class 025. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
SLEEP SHIRTS, ROBES, SHIRTS, T-SHIRTS, TENNIS SHIRTS, LADIES'
TOPS, JERSEYS, SWEAT SHIRTS, SWEAT PANTS, WARM-UP SUITS,
SWEATERS, BLAZERS, JACKETS, VESTS, SHORTS, CHILDREN'S CHEER-
LEADER OUTFITS CONSISTING OF A SKIRT AND TOP; BABY PANTS, IN-
FANTS' JUMPERS, BIBS, TIES, SHOES, MITTENS, SCARVES, SOCKS, AND
CAPS
Class 026. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
LAPEL BUTTONS, LAPEL PINS, BELT BUCKLES, BROACHES MADE OF
NON-PRECIOUS METAL, BUTTONS FOR CLOTHING, AND CLOTHING
PATCHES
Class 028. First use: First Use: 1982/08/31 First Use In Commerce: 1982/08/31
TOY STUFFED ANIMALS

U.S. Registration
No.

3730291 Application Date 02/20/2001

Registration Date 12/29/2009 Foreign Priority NONE



Date

Word Mark BAMA

Design Mark

Description of
Mark

NONE

Goods/Services Class 006. First use: First Use: 1998/06/00 First Use In Commerce: 1998/06/00
METAL KEY CHAINS; METAL LICENSE PLATES [ ; METAL PADLOCKS ]
Class 011. First use: First Use: 1998/09/00 First Use In Commerce: 1998/09/00
FLASH LIGHTS, LAMPS, ELECTRIC NIGHT LIGHTS, WATER COOLERS
Class 014. First use: First Use: 1998/06/00 First Use In Commerce: 1998/06/00
EARRINGS, NECKLACES, BRACELETS BEING JEWELRY, WATCHES,
RINGS BEING JEWELRY, PENDANTS
Class 016. First use: First Use: 1998/11/00 First Use In Commerce: 1998/11/00
STICKERS, LETTERHEAD STATIONERY, POSTCARDS, BLANK NOTE
CARDS, WRAPPING PAPER AND BOWS, PLAYING CARDS, [ ADDRESS
BOOKS, ] APPOINTMENT BOOKS, PAPER WEIGHTS, MEDIA GUIDES, [
PROGRAMS, BROCHURES ABOUT UPCOMING UNIVERSITY EVENTS AND
EDUCATIONALAND ENTERTAINMENT PROGRAMS, PARKING DECALS, ]
ENVELOPES, PAPER BAGS AND POUCHESFOR PACKAGING
Class 020. First use: First Use: 1999/04/00 First Use In Commerce: 1999/04/00
BAR STOOLS, [ BUNK BEDS, ] CHAIRS, BENCHES, FURNITURE TABLES, [
BABY CRIBS, ] WOODEN PICTURE FRAMES AND COAT HANGERS, SNOW
GLOBES, PLASTIC NOVELTY LICENSE PLATES, METAL PICTURE
FRAMES, NON-METAL KEY CHAINS
Class 021. First use: First Use: 1998/07/00 First Use In Commerce: 1998/07/00
DRINKING GLASSES, [ SHOT GLASSES, ] STAINED GLASS DECORATION,
DECORATIVE GLASS FIGURINES, WATER BOTTLES SOLD EMPTY, MUGS,
PORTABLE COOLERS
Class 025. First use: First Use: 1998/08/00 First Use In Commerce: 1998/08/00
MEN'S, WOMEN'S AND CHILDREN'S CLOTHING,NAMELY, HATS, SOCKS,
SHOES, SHIRTS, SHORTS, PANTS, JACKETS, JERSEYS, T-SHIRTS
Class 028. First use: First Use: 1999/11/00 First Use In Commerce: 1999/11/00
STUFFED ANIMALS, YO-YO'S, BASKETBALLS, GOLF BALLS, FOOTBALLS,
TOY MODEL CARS AND PLANES, BOARD GAMES, CHRISTMAS TREE OR-
NAMENTS

Attachments UA-Bama to Brooklyn - Notice of Opposition re BAMA TO BROOK-
LYN.pdf(230862 bytes )
EXHIBIT A.pdf(589229 bytes )
EXHIBIT B.pdf(1357913 bytes )
Exhibit C.pdf(646029 bytes )

Signature /Jake M. Gipson/

Name JAKE M. GIPSON

Date 03/31/2021



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
In the Matter of App. Ser. No. 90/036,481 
Mark: BAMA TO BROOKLYN (stylized) 
Filed: July 6, 2020 
Published for Opposition: December 1, 2020 
 
        
THE BOARD OF TRUSTEES OF  ) 
THE UNIVERSITY OF AL ABAMA , ) 

)   
Opposer,  )   

)  
         v.      )   Opposition No.: _________ 

) 
BAMA TO BROOKLYN, LLC , )  

 ) 
    Applicant.  ) 
        
 

NOTICE OF OPPOSITION  

Opposer The Board of Trustees of The University of Alabama (the 

“University” or “Opposer”) believes that it will be damaged by registration of the 

BAMA TO BROOKLYN (stylized) mark (the “Opposed Mark” or the “BAMA TO 

BROOKLYN Mark”), applied for in Application Serial No. 90/036,481 (the 

“Opposed Application” or the “BAMA TO BROOKLYN Application”), by 

Applicant Bama to Brooklyn, LLC (“Bama to Brooklyn” or “Applicant”). The 

University contacted the Applicant to discuss and resolve these issues by mutual 

agreement before filing this Opposition, but it received no response from the 

Applicant.  As the Applicant has not responded to these requests, the University has 
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been unable to resolve the likelihood of confusion and to ensure the protection of its 

strong interest in its marks as discussed in this Notice of Opposition.  Therefore, the 

University respectfully opposes, under section 13(a) of the Trademark Act, 15 

U.S.C. § 1063(a), registration of the Opposed Mark. As grounds for its Opposition, 

the University states: 

1. The Board of Trustees of The University of Alabama is a public 

corporation and constitutional instrumentality created by the laws of State of 

Alabama, with its principal place of business located at 500 University Blvd E, 

Tuscaloosa, Alabama 35401. 

2. For at least 74 years, the University has been using its BAMA  

wordmark, as well as various other marks having a BAMA  component, in 

connection with its goods and services. The University refers to these marks 

collectively as the “BAMA  Marks.” Some of the BAMA Marks are the subject of 

federal trademark registrations. 

3. The University owns all rights, title, and interest in and to Registration 

No. 1,526,504 for the mark BAMA  for the following goods: 

a. “Key rings” in international class 006;  

b. “Bicycles, tricycles, baby carriages, metal license plates for land 
vehicles” in international class 012; 

c. “Gold pins, necklaces, bracelets, gold earrings, chains, broaches 
made of precious metal, tie tacs, watches, and clocks” in international 
class 014; 
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d. “Notebooks, looseleaf binders, writing paper and envelopes, 
desk pads, notepad holders, letter openers, pencil cups, plastic 
containers for paper clips, appointment books, address books, 
calendars, protective binders for diplomas, pens, pen and pencil sets, 
book ends, lap boards for holding books and paper, school book bags, 
decals, postcards, bumper stickers, and playing cards” in international 
class 016; 

e. “Decorative wall plaques” in international class 020; 

f. “Pennants” in international class 024; 

g. “Sleep shirts, robes, shirts, t-shirts, tennis shirts, ladies’ tops, 
jerseys, sweat shirts, sweat pants, warm-up suits, sweaters, blazers, 
jackets, vests, shorts, children’s cheerleader outfits consisting of a skirt 
and top; baby pants, infants’ jumpers, bibs, ties, shoes, mittens, scarves, 
socks, and caps” in international class 025;  

h. “Lapel buttons, lapel pins, belt buckles, broaches made of non-
precious metal, buttons for clothing, and clothing patches” in 
international class 026; and 

i. “Toy stuffed animals” in international class 028. 

This mark was registered on February 28, 1989. The Registration is now 

incontestable. 

4. The University has used this BAMA  mark in commerce in connection 

with some of its goods since at least as early as 1945. Through more than seven 

decades of continuous use, the University has developed substantial goodwill in this 

mark, and it has become widely known to the general public as a source identifier 

related to the University and its goods. Exhibit A  contains a copy of the ‘504 

Registration, a printout from the Trademark Status & Document Retrieval System 
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that shows that this Registration is active and owned by the University, and a printout 

of a search in the Trademark Assignment Database. 

5. The University owns all rights, title, and interest in and to Registration 

No. 3,730,291 for the mark BAMA  (& Design) for the following goods: 

a. “Metal key chains; metal license plates” in international class 
006; 

b. “Flash lights, lamps, electric night lights, water coolers” in 
international class 011; 

c. “Earrings, necklaces, bracelets being jewelry, watches, rings 
being jewelry, pendants” in international class 014; 

d. “Stickers, letterhead stationery, postcards, blank note cards, 
wrapping paper and bows, playing cards, appointment books, 
paper weights, media guides, envelopes, paper bags and pouches 
for packaging” in international class 016; 

e. “Bar stools, chairs, benches, furniture tables, wooden picture 
frames and coat hangers, snow globes, plastic novelty license 
plates, metal picture frames, non-metal key chains” in 
international class 020; 

f. “Drinking glasses, stained glass decoration, decorative glass 
figurines, water bottles sold empty, mugs, portable coolers” in 
international class 021;  

g. “Men’s, women’s and children’s clothing, namely, hats, socks, 
shoes, shirts, shorts, pants, jackets, jerseys, t-shirts” in 
international class 025; and 

h. “Stuffed animals, yo-yo’s, basketballs, golf balls, footballs, toy 
model cars and planes, board games, Christmas tree ornaments” 
in international class 028. 

This mark was registered on December 29, 2009 and is depicted below: 
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The Registration is now incontestable. 

6. The University has used this BAMA  (& Design) Mark in commerce in 

connection with some of its goods since at least as early as June 1998. Through more 

than two decades of continuous use, the University has developed substantial 

goodwill in this mark, and it has become widely known to the general public as a 

source identifier related to the University and its goods. Exhibit B  contains a copy 

of the ‘291 Registration, a printout from the Trademark Status & Document 

Retrieval System that shows that this Registration is active and owned by the 

University, and a printout of a search in the Trademark Assignment Database. 

7. The University refers to the foregoing registrations collectively as its 

“BAMA  Registrations.” 

8. In addition to the rights secured and evidenced by the BAMA 

Registrations, the University owns substantial and enforceable trademark rights at 

common law and under state law related to its BAMA Marks. The University has 

acquired these rights by virtue of use and public recognition of the BAMA Marks, 

including through the University’s extensive licensing program under which it 

licenses use of the BAMA Marks on numerous goods, including banners. Use by 
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licensees of the BAMA  Marks that are the subject of the BAMA Registrations, and 

any similar or related marks, inures to the exclusive benefit of the University. 

9. The University and its licensees frequently present the BAMA 

component of the BAMA Marks in all capital block letters. An example of this 

presentation is depicted in the ‘291 Registration. Another example of a presentation 

of the BAMA Mark in all capital block letters is reproduced below. 

 

10. Exhibit C includes non-limiting examples of products and designs, 

including banners, bearing the BAMA Marks that have been offered or licensed by 

the University.  

11. The University also uses the BAMA Marks to identify and promote the 

University’s educational services and athletic teams. Those athletic teams include 

numerous intercollegiate sports teams that have been nationally recognized and have 

won conference and national championships.  

12. Through such extensive use for many decades, the BAMA Marks, 

including but not limited to the marks subject to the BAMA Registrations, have 

become famous and are widely recognized by the general consuming public of the 

United States as a designation of source for the goods and services associated with 

the University. 
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13. Upon information and belief, Applicant Bama to Brooklyn, LLC is a 

New York limited liability company having a principal place of business at 183 

Berkeley Place, Brooklyn, New York 11217. 

14. Applicant filed intent-to-use application serial no. 90/036,481 on July 

6, 2020 to register the following stylized BAMA TO BROOKLYN Mark: 

 

15. On information and belief, before the time of adoption of the BAMA 

TO BROOKLYN Mark and before the filing of the Opposed Application, Applicant 

was aware of the BAMA Registrations, the BAMA Marks, and the University’s 

rights in those Registrations and Marks. 

16. Applicant seeks to register the BAMA TO BROOKLYN Mark in 

connection with “paper banners” in international class 016.  

17. The BAMA TO BROOKLYN Mark was published for opposition on 

December 1, 2020. 

18. On December 30, 2020, the University requested and received a 30-day 

extension of time to file a Notice of Opposition. On January 28, 2021, the University 

requested and received an additional 60-day extension of time to file a Notice of 

Opposition, resulting in a deadline of March 31, 2021. 

19. After requesting its first extension of time, the University contacted 

Applicant to object that the BAMA TO BROOKLYN Mark, as broadly described in 
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the Opposed Application, is likely to cause confusion with and impair the 

University’s rights in its BAMA Marks. The University inquired about Applicant’s 

intended scope of actual use of the BAMA TO BROOKLYN Mark and whether 

Applicant would be willing  to limit its use of the BAMA TO BROOKLYN Mark to 

avoid any likelihood of confusion with the University’s BAMA Marks. Despite 

multiple inquiries, the University has not received any response from Applicant. 

Because the deadline to oppose is imminent and the Opposed Application covers 

presentations of the BAMA TO BROOKLYN Mark that, in the absence of an 

agreement to avoid such presentations, would create a likelihood of confusion with 

the University’s BAMA Marks, the University files this notice of opposition. 

Count I – Likelihood of Confusion, 15 U.S.C. § 1052(d) 

20. The University incorporates and re-alleges the preceding paragraphs as 

if set forth in full. 

21. Applicant’s BAMA TO BROOKLYN Mark so resembles the 

University’s BAMA  Registrations and other BAMA Marks protected by common 

law that use and registration of the BAMA TO BROOKLYN Mark in connection 

with the applied-for goods would be likely to cause confusion, mistake, or deception 

as to the source or origin of the Applicant’s goods in violation of section 2(d) of the 

Trademark Act, 15 U.S.C. § 1052(d). 

22. The University’s rights in its BAMA  Marks and BAMA  Registrations 
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are senior to Applicant’s rights in its BAMA TO BROOKLYN Mark. The 

University began use of its BAMA Marks over 70 years before the filing date of the 

Opposed Application.  Each of the BAMA  Registrations also has a priority date that 

is before the filing date of the Opposed Application. 

23. Applicant’s BAMA TO BROOKLYN Mark is likely to be confused 

with the University’s BAMA  Registrations and other BAMA  Marks protected by 

common law for numerous reasons.  The sight and sound of the marks are very 

similar, with the dominant portion of Applicant’s mark—BAMA —being identical. 

Additionally, the marks are used in connection with the same or highly related goods 

in overlapping channels of trade. 

24. First, the BAMA TO BROOKLYN Mark is confusingly similar in 

sight, sound, and connotation to the University’s registered and unregistered BAMA 

Marks. 

25. The dominant portion of the BAMA TO BROOKLYN Mark is the 

word BAMA. The importance of the BAMA component is confirmed by its 

appearance at the beginning of the BAMA TO BROOKLYN Mark. 

26. This dominant portion of the BAMA TO BROOKLYN Mark is 

identical to the literal element that is shared by the University’s BAMA Registrations 

and the other BAMA  Marks protected by common law. This identical literal element 

weighs strongly in favor of likelihood of confusion.  
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27. Likelihood of confusion is further strengthened by Applicant’s 

presentation of the BAMA component in its Mark. Similar to the University’s 

common presentation of its BAMA Marks, the BAMA TO BROOKLYN Mark 

presents BAMA in all capital block letters. 

28. Although Applicant’s Mark also includes the word BROOKLYN, that 

additional component is merely geographically descriptive and fails to mitigate the 

likelihood of confusion.  

29. Second, the BAMA TO BROOKLYN Mark is confusingly similar 

because Applicant intends to use it on goods that are the same as or highly related to 

goods covered by the BAMA Registrations and goods on which the University uses 

or licenses the BAMA Marks. 

30. The Opposed Application identifies “paper banners” in class 016. The 

BAMA Registrations cover the same or highly related goods in class 016. See, e.g., 

‘504 Registration (BAMA for use in connection with “Notebooks, looseleaf binders, 

writing paper and envelopes, desk pads, notepad holders, letter openers, pencil cups, 

plastic containers for paper clips, appointment books, address books, calendars, 

protective binders for diplomas, pens, pen and pencil sets, book ends, lap boards for 

holding books and paper, school book bags, decals, postcards, bumper stickers, and 

playing cards”); ‘291 Registration (BAMA (& design) for use in connection with 

“Stickers, letterhead stationery, postcards, blank note cards, wrapping paper and 
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bows, playing cards, appointment books, paper weights, media guides, envelopes, 

paper bags and pouches for packaging”). 

31. The University and its licensees also use the BAMA Marks on goods 

that are the same as or highly related to Applicant’s paper banners. See Exhibit C. 

32. Because the goods identified in the Opposed Application are identical 

or nearly identical to goods covered by the BAMA Registrations and goods on which 

the University and its licensees use the BAMA Marks, the public is likely to be 

confused, mistaken, or deceived into believing that Applicant’s goods are offered by 

the University or that the University has sponsored, endorsed, or affiliated with 

Applicant in some way. 

33. In this case, likelihood of confusion is also increased because the 

BAMA  Marks are strong, well-known, and entitled to a broad scope of protection. 

In particular, the BAMA Marks are famous, which increases the likelihood that 

consumers will believe that Applicant’s goods offered under the BAMA TO 

BROOKLYN Mark emanate from or are sponsored by the University. 

34. Likelihood of confusion is further strengthened because Applicant’s 

goods are ordinarily sold in at least some of the same channels of trade, and to at 

least some of the same classes of prospective purchasers, as the goods and services 

sold under the University’s BAMA Marks.  

35. Neither the BAMA  Registrations nor the Opposed Application include 
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any restriction regarding channels of trade or classes of prospective purchasers for 

the respective goods and services. Therefore, the goods covered by the BAMA  

Registrations and the goods identified in the Opposed Application are presumed to 

move in all normal (and hence overlapping) channels of trade and be available to all 

normal (and hence overlapping) classes of purchasers.  

36. Applicant is not affiliated with, connected with, endorsed by, or 

sponsored by the University.  The University has not authorized or licensed use of 

the BAMA TO BROOKLYN Mark, nor has it approved any of the goods that 

Applicant identified as being offered or sold in connection with its BAMA TO 

BROOKLYN Mark. 

37. Applicant has not provided clarification regarding its intended uses for 

the BAMA TO BROOKLYN Mark, nor has the Applicant agreed to any limitations 

on that use that would eliminate the confusion outlined in this Opposition. 

38. Use and registration by Applicant of the BAMA TO BROOKLYN 

Mark will thus injure or damage the University, as well as the goodwill and 

reputation related to and represented by the BAMA Registrations and the BAMA  

Marks. 

39. The University has no control over the nature or quality of the goods 

that Applicant intends to offer under the BAMA TO BROOKLYN Mark. Possible 

dissatisfaction with the Applicant’s goods could damage the University’s goodwill 
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and reputation related to its BAMA Marks.  

40. Registration of the BAMA TO BROOKLYN Mark would further 

damage the University because, if such registration is granted, it may narrow the 

scope of protection afforded to the BAMA  Registrations and to the BAMA Marks 

protected by common law. Such registration may also tend to restrict, interfere with, 

damage, or impair the conduct of the University’s business, including but not limited 

to the University’s right to continue to use or license use of its BAMA Marks. 

41. Thus, use and registration by Applicant of the BAMA  TO 

BROOKLYN Mark is likely to cause confusion, mistake, or deception in the minds 

of the public, which will cause damage and injury to both the University and the 

public. Registration of the BAMA TO BROOKLYN Mark should be denied under 

at least section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

Count II  – Dilution , 15 U.S.C. § 1063(a) 

42. The University incorporates and re-alleges the preceding paragraphs as 

if set forth in full. 

43. The University opposes registration of the BAMA TO BROOKLYN 

Mark because use and registration by Applicant of the BAMA TO BROOKLYN 

Mark is likely to dilute the distinctive quality of the University’s famous BAMA  

Marks, including by tarnishment or blurring, in violation of sections 13(a) and 43(c) 

of the Trademark Act, 15 U.S.C. §§ 1063(a), 1125(c). 
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Count I II  – False Suggestion of Connection, 15 U.S.C. § 1052(a) 

44. The University incorporates and re-alleges the preceding paragraphs as 

if set forth in full. 

45. The University opposes registration of the BAMA TO BROOKLYN 

Mark because, on information and belief, relevant consumers would recognize the 

BAMA TO BROOKLYN Mark as pointing uniquely to The University and, 

therefore, Applicant’s BAMA TO BROOKLYN Mark falsely suggests a connection 

with the University in violation of section 2(a) of the Trademark Act, 15 U.S.C. 

§ 1052(a). 

PRAYER FOR RELIEF  

If the Applicant does not cooperate with the University to avoid the issues 

outlined in this Opposition, the Applicant’s BAMA TO BROOKLYN Mark will 

injure the University and its interest in its widely-recognized BAMA Marks.  

Accordingly, the University prays for and requests that this Opposition be sustained; 

that Application Serial No. 90/036,481 be rejected; that registration of the BAMA 

TO BROOKLYN Mark be refused; and that the Trademark Trial and Appeal Board 

award all other and further relief as is proper and just. 
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DATED: March 31, 2021 Respectfully submitted,  

 
       /Jake M. Gipson /                

Jonathan C. “Rudy” Hill 
Jake M. Gipson 
BRADLEY ARANT BOULT CUMMINGS LLP 
One Federal Place 
1819 Fifth Avenue North 
Birmingham, AL 35203 
Telephone: (205) 521-8000 
rhill@bradley.com  
jgipson@bradley.com  
 
Attorneys for Opposer The Board of 
Trustees of The University of Alabama 
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3/31/2021 Status Search SN 1,526,504

https://tsdr.uspto.gov/#caseNumber=1,526,504&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch 1/2

STATUS DOCUMENTS MAINTENANCE Back to Search Print

For assistance with TSDR , email teas@uspto.gov  and include your serial number, the document you are looking for,
and a screenshot of any error messages you have received.

Generated on: This page was generated by TSDR on 2021-03-31 12:37:54 EDT

Mark: BAMA

US Serial Number: 73399007 Application Filing Date: Sep. 30, 1982

US Registration Number: 1526504 Registration Date: Feb. 28, 1989

Register: Principal

Mark Type: Trademark

TM5 Common Status

Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

Status: The registration has been renewed.

Status Date: Sep. 01, 2018

Publication Date: Oct. 18, 1988

No Image exists for this

case.

Mark Information

Related Properties Information

Goods and Services

Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

 

Owner Name: BOARD OF TRUSTEES OF THE UNIVERSITY OF ALABAMA, THE

Owner Address: 500 University Blvd East

Tuscaloosa, ALABAMA UNITED STATES 35401

Legal Entity Type: CORPORATION State or Country Where

Organized:

ALABAMA

Privacy - Terms



3/31/2021 Status Search SN 1,526,504

https://tsdr.uspto.gov/#caseNumber=1,526,504&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch 2/2

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load

Privacy - Terms
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3/31/2021 Status Search SN 3,730,291

https://tsdr.uspto.gov/#caseNumber=3,730,291&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch 1/2

STATUS DOCUMENTS MAINTENANCE Back to Search Print

For assistance with TSDR , email teas@uspto.gov  and include your serial number, the document you are looking for,
and a screenshot of any error messages you have received.

Generated on: This page was generated by TSDR on 2021-03-31 12:53:43 EDT

Mark: BAMA

US Serial Number: 76212456 Application Filing Date: Feb. 20, 2001

US Registration Number: 3730291 Registration Date: Dec. 29, 2009

Register: Principal

Mark Type: Trademark

TM5 Common Status

Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

Status: The registration has been renewed.

Status Date: Mar. 14, 2019

Publication Date: Dec. 16, 2003

Mark Information

Related Properties Information

Goods and Services

Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

 

Owner Name: The Board of Trustees of the University of Alabama

Owner Address: 500 University Blvd East

Tuscaloosa, ALABAMA UNITED STATES 35401

Legal Entity Type: CORPORATION State or Country Where

Organized:

ALABAMA
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Banners & Flags 
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	1. The Board of Trustees of The University of Alabama is a public corporation and constitutional instrumentality created by the laws of State of Alabama, with its principal place of business located at 500 University Blvd E, Tuscaloosa, Alabama 35401.
	2. For at least 74 years, the University has been using its BAMA wordmark, as well as various other marks having a BAMA component, in connection with its goods and services. The University refers to these marks collectively as the “BAMA Marks.” Some o...
	Count I – Likelihood of Confusion, 15 U.S.C. § 1052(d)
	21. Applicant’s BAMA TO BROOKLYN Mark so resembles the University’s BAMA Registrations and other BAMA Marks protected by common law that use and registration of the BAMA TO BROOKLYN Mark in connection with the applied-for goods would be likely to caus...
	22. The University’s rights in its BAMA Marks and BAMA Registrations are senior to Applicant’s rights in its BAMA TO BROOKLYN Mark. The University began use of its BAMA Marks over 70 years before the filing date of the Opposed Application.  Each of th...
	24. First, the BAMA TO BROOKLYN Mark is confusingly similar in sight, sound, and connotation to the University’s registered and unregistered BAMA Marks.
	25. The dominant portion of the BAMA TO BROOKLYN Mark is the word BAMA. The importance of the BAMA component is confirmed by its appearance at the beginning of the BAMA TO BROOKLYN Mark.
	33. In this case, likelihood of confusion is also increased because the BAMA Marks are strong, well-known, and entitled to a broad scope of protection. In particular, the BAMA Marks are famous, which increases the likelihood that consumers will believ...
	34. Likelihood of confusion is further strengthened because Applicant’s goods are ordinarily sold in at least some of the same channels of trade, and to at least some of the same classes of prospective purchasers, as the goods and services sold under ...
	35. Neither the BAMA Registrations nor the Opposed Application include any restriction regarding channels of trade or classes of prospective purchasers for the respective goods and services. Therefore, the goods covered by the BAMA Registrations and t...
	36. Applicant is not affiliated with, connected with, endorsed by, or sponsored by the University.  The University has not authorized or licensed use of the BAMA TO BROOKLYN Mark, nor has it approved any of the goods that Applicant identified as being...
	37. Applicant has not provided clarification regarding its intended uses for the BAMA TO BROOKLYN Mark, nor has the Applicant agreed to any limitations on that use that would eliminate the confusion outlined in this Opposition.
	38. Use and registration by Applicant of the BAMA TO BROOKLYN Mark will thus injure or damage the University, as well as the goodwill and reputation related to and represented by the BAMA Registrations and the BAMA Marks.
	39. The University has no control over the nature or quality of the goods that Applicant intends to offer under the BAMA TO BROOKLYN Mark. Possible dissatisfaction with the Applicant’s goods could damage the University’s goodwill and reputation relate...
	40. Registration of the BAMA TO BROOKLYN Mark would further damage the University because, if such registration is granted, it may narrow the scope of protection afforded to the BAMA Registrations and to the BAMA Marks protected by common law. Such re...
	41. Thus, use and registration by Applicant of the BAMA TO BROOKLYN Mark is likely to cause confusion, mistake, or deception in the minds of the public, which will cause damage and injury to both the University and the public. Registration of the BAMA...
	Count II – Dilution, 15 U.S.C. § 1063(a)
	43. The University opposes registration of the BAMA TO BROOKLYN Mark because use and registration by Applicant of the BAMA TO BROOKLYN Mark is likely to dilute the distinctive quality of the University’s famous BAMA Marks, including by tarnishment or ...
	Count III – False Suggestion of Connection, 15 U.S.C. § 1052(a)
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